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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

1 . Claims 1 -8 and 1 0-1 2 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
as obvious over Anchor et al. (U.S. Patent 5,478,883). 
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With regard to the limitations of claims 1-8 and 10-12, Anchor discloses an 
improved emulsion polymerization process utilizing at least one substantially water- 
insoluble ethylenically unsaturated monomer is provided for forming discrete solid 
polymeric particles suitable for use in coating and/or adhesive applications. During at 
least the initial portion of the polymerization a dissolved water-soluble polymerizable 
surfactant (as defined) formed by the reaction of a diallylamine, ethylene oxide, and 
propylene oxide and/or butylene oxide additionally is provided in the reaction zone in 
the continuous aqueous phase. The water-soluble polymerizable surfactant undergoes 
copolymerization and is substantially completely consumed during the course of the 
emulsion polymerization. The emulsion polymerization is carried out on a stable basis, 
there is no need to attempt to remove a surfactant at the conclusion of the emulsion 
polymerization, and the resulting polymeric particles are particularly well suited for 
coating and/or adhesive end uses where they form stable films and exhibit improved 
adhesion characteristics (abstract, Example 1, col. 7, line 42 through col. 9, line 20). 

The water-soluble polymerizable ethylenically unsaturated surfactant undergoes 
copolymerization with other ethylenically unsaturated monomer present in said reaction 
zone and is substantially completely consumed during the course of the emulsion 
polymerization. The ethylenically unsaturated monomer or monomers which may be 
polymerized or copolymerized in accordance with the improved emulsion polymerization 
process of the present invention are well known in the art and are exemplified hereafter 
in a representative manner. For instance, suitable ethylenically unsaturated monomers 
are represented by, but not restricted to, mono- and polyunsaturated hydrocarbon 
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monomers, vinyl esters (e.g., vinyl esters of Ci to C6 saturated monocarboxylic acids), 
vinyl ethers, monoethylenically unsaturated mono- and polycarboxylic acids and their 
alkyl esters (e.g., acrylic acid esters and methacrylic acid esters, particularly their Ci to 
C12 alkyl, and more particularly their Ci to C 4 alkyl esters), the nitriles, vinyl and 
vinylidene halides, amides of unsaturated carboxylic acids, and amino monomers (col. 
2, line 66 through col. 3, line 21 ). 

The formed acrylic latex utilizing the specifically defined polymerizable surfactant 
derived from diallylamine, ethylene oxide, and propylene oxide exhibits superior 
electrolytic stability, coagulum, and water sensitivity values (col. 12, lines 51-55). 

Although Anchor does not disclose the claimed compound of general formula (I), 
an obviousness rejection based on similarity in chemical structure and function entails 
the motivation of one skilled in the art to make a claimed compound, in the expectation 
that compounds similar in structure will have similar properties." In re Payne , 606 F.2d 
303, 31 3, 203 USPQ 245, 254 (CCPA 979). See In re Paoesch . 31 5 F.2d 381 , 1 37 
USPQ 43 (CCPA 1963) (discussed in more detail below) and In re Dillon . 919 F.2d 
688, 16 USPQ2d 1897 (Fed. Cir. 1991) (discussed below and in MPEP § 2144) for an 
extensive review of the case law pertaining to obviousness based on close structural 
similarity of chemical compounds. See also MPEP § 2144.08, paragraph II.A.4.(c). 
2. Claims 1-8 and 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gruning et al. (U.S. Patent 6,268,521 ) in view of Witteler et al. (U.S. Patent 
Application Publication 2003/0091602) 
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With regard to the limitations of claims 1-8 and 10-12, Gruning discloses a 
process for enzymatic preparation of acrylic esters and/or methacrylic esters of 
polyoxyalkylenes, and to the use thereof. The acryloyl and/or methacryloyl compounds 
of polyoxyalkylenes are obtainable by a process for esterifying or transesterifying 
acrylic and/or methacrylic acid or acrylic and/or methacrylic esters with a 
polyoxyalkylene of the general formula (I) 

Ri_f.O— {C 2 H4— i&JWCJhPk**^ 

wherein R 1 is hydrogen, an e-valent, linear or branched, cyclic, unsaturated 
and/or aromatic hydrocarbon radical, an unsubstituted or substituted aromatic, a 
carbohydrate or a carbohydrate derivative; each R 2 is the same or different alkyl 
radicals or alkylene radicals having 1 to 24 carbon atoms or unsubstituted or substituted 
phenyl radicals having up to 24 carbon atoms; R 3 is a hydrogen radical or a monovalent 
organic radical; a is 0 to 3; b is 0 to 100; c is 2 to 1.2; d is 0 to 100; e is 1 to 30; the sum 
(b+d)=4 to 200; and wherein at least one OH group is present per molecule and the 
sequence of the polyoxyalkylene segments (C 2 H 4 - a R 2 a O)b and (CcH 2 cO)d is arbitrary, in 
the presence of an enzyme which catalyzes the esterification or transesterification 
(abstract, claim 1). 

With regard to the limitations of claims 1-8 and 10-12, Gruning does not disclose 
the usage of amino compound. 
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Witteler discloses that particularly preferred crosslinkers are, for example, 
methylenebisacrylamide, triallylamine and triallylammonium salts, which have been 
reacted with ethylene oxide and/or propylene oxide (page 5, [0082]). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to incorporate amino compounds such as triallylamine 
as taught by Witteler in Gruning's acryloyl and/or methacryloyl compounds of 
polyoxyalkylenes because these compounds are particularly preferred as crosslinkers 
for different cosmetic formulations (US'602, page 5, [0012]), and thus to arrive at the 
subject matter of instant claim 1 and dependent claims 2-8 and 1 0-12. 
3. Claims 1-8 and 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
as obvious over Andre et al. (U.S. Patent Application 2003/0143908). 

With regard to the limitations of claims 1-8 and 10-12, Andre discloses a 
modification of surface properties of particulate, linear, sheet-like, or three-dimensional 
structures using alkoxylated polyvinylamines, novel alkoxylated polyvinylamines, and 
also a process for their preparation (abstract). 

At least some of the polyvinylamine nitrogen atoms bear side chains of the 
formula I: 
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[SOU] where R\ R\ R 3 , m 5 and n are as follows: 

[©012] R 1 is C^-Css-alkyi, C^-Cja-aJkeEyl, C € -C ls -sry\, 

or C 7 -C IS -srylsIkyi, 

[6013] R 2 is hydrogesi off methyl, m particular hydro- 
gen, 

[§014] K 3 is hydrogen or methyl, 

[9015] m is an integer from 1 to 20, snd 

[0016] a is 0 or an integer from 1 to 1.00. 

Suitable comonomers B are monoethylenically unsaturated monomers, in 
particular vinyl esters of saturated carboxylic acids having from 1 to 6 carbon atoms, 
such as vinyl formate, vinyl acetate, vinyl propionate, and vinyl butyrate. Other suitable 
comonomers B are ethylenically unsaturated C3-C6 carboxylic acids, such as acrylic 
acid, methacrylic acid, maleic acid, crotonic acid, itaconic acid, and vinylacetic acid, and 
also the corresponding alkali metal and alkaline earth metal salts, esters, amides, and 
nitriles, for example methyl acrylate, methyl methacrylate, ethyl acrylate, and ethyl 
methacrylate (page 2, [0030]). 

The obtained compounds are advantageously suitable for use in diapers, 
sanitary pads, cloths for cleaning, wiping or dishwashing, and serviettes, agricultural 
textiles, geotextiles, and also for filter applications (page 7, [0102]). 

Although Andre does not disclose the claimed compound of general formula (I), 
an obviousness rejection based on similarity in chemical structure and function entails 
the motivation of one skilled in the art to make a claimed compound, in the expectation 
that compounds similar in structure will have similar properties." In re Pavne . 606 F.2d 
303, 31 3, 203 USPQ 245, 254 (CCPA 979). See In re Paoesch . 31 5 F.2d 381 , 1 37 
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USPQ 43 (CCPA 1963) (discussed in more detail below) and In re Dillon , 919 F.2d 
688, 16 USPQ2d 1897 (Fed. Cir. 1991) (discussed below and in MPEP § 2144) for an 
extensive review of the case law pertaining to obviousness based on close structural 
similarity of chemical compounds. See also MPEP § 2144.08, paragraph II.A.4.(c). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL M. BERNSHTEYN whose telephone number 
is (571 )272-241 1 . The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ling-Siu Choi/ /Michael M. Bernshteyn/ 
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